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DETAILED ACTION 

This action is responsive to communications: amendment, filed 10 February 2005, to 
the original application, filed 19 October 2001. 

Claims 1-7 and 9-16 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Price in view of Golovchinsky. 

Claims 8 and 17 remain rejected under 35 U.S.C. 103(a) as being unpatentable over 
Price in view of Golovchinsky and Evans (U.S. Patent 6,363,179 B1). 

New claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Price in view of Golovchinsky. 

Claims 1-19 are pending. Claims 1, 9 and 19 are independent claims. Claims 18-19 
are new claims. 

Claim Rejections - 35 USC § 103 

Claims 1-7 and 9-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Price in view of Golovchinsky. 

As per claims 1-2 and 9-1 1 , Price discloses a system and method of processing 
at least two documents, including a source document and a target document (See 
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Price. Page 33, Column 2, paragraphs 4-5, and Page 34, Column 1, paragraph 1) 
including a search device for searching the target document to identify whether any 
words of interest are present in the target document (See Price, Page 34, Column 1 , 
paragraph 3), and an annotation device for annotating the words located in the target 
document (See Price, Page 34, Figure 5). Price also discloses that the documents are 
pre-selected by a user of the system. Note that "pre-select" is defined as "to select 
beforehand, usually according to a specific criterion" (See The American Heritage 
Dictionary of the English Language. Fourth Edition, as cited bywww.dictionary.com). 
Price discloses that all documents are stored on local disk or, in another 
implementation, on a remote database. In either case, the criterion for pre-selection of 
the documents in the collection of Price is the set of documents existing in the collection 
of documents loaded into the local disk or remote database. As such, this is a finite set 
of documents pre-selected by a user of the system, i.e., the pre-selection of the 
document collection that he or she is using the system to access and manipulate (See 
Price, Page 36, Column 1 , paragraphs 2 and 5). Price does not disclose expressly 
detecting one or more annotated regions in a source document, and inputting and 
storing a number of words of interest, each of the words stored as a result of being 
annotated in the source document. Golovchinsky discloses retaining the selection of an 
instance of a word on a page where the word is stored as a result of an annotation, 
such as being highlighted by a user (See Golovchinsky, Page 22, Column 1. 
paragraphs 1-2). Golovchinsky also discloses that the selected word is annotated by 
the user (See Golovchinsky, Pages 21-22, Section 4.3.1). Price and Golovchinsky are 
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analogous art because they are from the same field of endeavor of using freeform ink 
annotations as queries. At the time of the invention it would have been obvious to a 
person of ordinary skill in the art to include the retention of the selection of annotated 
words on a page of Golovchinsky with the system and method of processing a target 
document of Price. The motivation for doing so would have been to accumulate 
information about how often users select each word (See Golovchinsky, Page 22, 
Column 1 , paragraph 1 ). Therefore, it would have been obvious to combine 
Golovchinsky with Price for the benefit of determining how often users select each word 
to obtain the invention as specified in claims 1-2 and 9-1 1 . 

As per claims 3 and 12, Price and Golovchinsky disclose the limitations of claims 

2 and 10 as described above. Price also discloses including a capture device for 
optically capturing a digital image of a physical source document (See Price, Page 35, 
Column 2, paragraph 6). 

As per claims 4 and 13, Price and Golovchinsky disclose the limitations of claims 

3 and 1 1 as described above. Price also discloses detecting annotations in a captured 
image of the source document (See Price, Page 34, Column 1, paragraphs 2-3). 

As per claims 5 and 14, Price and Golovchinsky disclose the limitations of claims 

4 and 13 as described above. Price also discloses detecting a type of annotation (See 
Price, Page 34, Column 1 , paragraph 2). 

As per claims 6 and 15, Price and Golovchinsky disclose the limitations of claims 

5 and 14 as described above. Price also discloses that the type of annotation detected 
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includes one of highlighting, underlining, circling, crossing through, bracketing, holding, 
italicizing, and coloring (See Price, Page 34, Column 1, paragraph 2). 

As per claims 7 and 16, Price and Golovchinsky disclose the limitations of claims 
1 and 9 as described above. Price also discloses optically capturing a digital image of a 
physical target document to be annotated (See Price, Page 35, Column 2, paragraph 6). 

Claims 8 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Price in view of Golovchinsky as applied to claims 1 and 9 above, and further in view of 
Evans (U.S. Patent 6,363,179 61). 

As per claims 8 and 17, Price and Golovchinsky disclose the limitations of claims 
• 1 and 9 as described above. Price and Golovchinsky do not disclose expressly that the 
annotating includes annotating one or more words in the target document using the 
same type of annotation as used in a source document from which the stored words are 
derived. Evans discloses highlighting the text in a second document that corresponds 
to the highlighted text in a first document. (See Evans, Column 2, lines 1-14). Price, 
Golovchinsky and Evans are analogous art because they are from the same field of 
endeavor of processing digital documents. At the time of the invention it would have 
been obvious to a person of ordinary skill in the art to include the highlighting 
annotations of Evans with the source and target documents of Price and Golovchinsky. 
The motivation for doing so would have been to display in a visually distinct manner a 
region of the second document image that corresponds to the matching word in the first 
document so that the user may more easily identify a matched search term. (See 
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Evans, Column 2, lines 15-18). Therefore, it would have been obvious to combine 
Evans with Price and Golovchinsky for the benefit of easily identifying matching terms in 
a first and second document to obtain the invention as specified in claims 8 and 17. 

As per claim 18, Price and Golovchinsky disclose the limitations of claim 9 as 
described above. Price also discloses that the method is implemented by a set of 
program instructions stored in a storage medium and executable on a data processing 
device (See Price, Page 30, "Abstract"). 

As per claim 19, Price discloses a device implemented method of processing at 
least two documents including inputting a source document (See Price, Page 35, 
Column 2, paragraph 6, and Page 36, Column 1, paragraphs 1-2), inputting a target 
document, the target document pre-selected by a user of the device (See Price, Page 
36, Column 1 , paragraph 5). Price does not disclose expressly annotating the source 
document to identify a number of words of interest and storing the words of interest. 
Golovchinsky discloses retaining the selection of an instance of a word on a page where 
the word is stored as a result of an annotation, such as being highlighted by a user (See 
Golovchinsky, Page 22, Column 1, paragraphs 1-2). Golovchinsky also discloses that 
the selected word is annotated by the user (See Golovchinsky. Pages 21-22, Section 
4.3.1). Price and Golovchinsky are analogous art because they are from the same field 
of endeavor of using freeform ink annotations as queries. At the time of the invention it 
would have been obvious to a person of ordinary skill in the art to include the retention 
of the selection of annotated words on a page of Golovchinsky with the system and 
method of processing a target document of Price. The motivation for doing so would 
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have been to accumulate information about how often users select each word (See 
Golovchinsky, Page 22, Column 1, paragraph 1). Therefore, it would have been 
obvious to combine Golovchinsky with Price for the benefit of determining how often 
users select each word to obtain the invention as specified in claim 19. 

Response to Arguments 



With regard to claims 1 and 9, Applicant states on page 6 of the amendment, 
filed 10 February 2005, that each document that is returned by the search is unknown to 
the user prior to the search and thus cannot be pre-selected. The Office respectfully 
disagrees. Note that "pre-select" is defined as "to select beforehand, usually according 
to a specific criterion" (See The American Heritage Dictionary of the English Language, 
Fourth Edition, as cited by www.dictionary.com). Price teaches that all documents in 
the XLibris system are stored on local disk or, in another implementation, on a remote 
database. In either case, the criterion for pre-selection of the documents of Price is, 
specifically, the documents existing in the collection of documents loaded into the local 
disk or remote database. As such, this is a finite set of documents pre-selected by a 
user of the system, i.e., the pre-selection is document collection that he or she is using 
the XLibris system to access and manipulate (See Price, Page 36. Column 1. 
paragraphs 2 and 5). 

With regard to claims 8 and 17, in response to applicant's argument that Evans 
does not disclose "using the same type of annotation", the test for obviousness is not 
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whether the features of a secondary reference nnay be bodily incorporated into the 
structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined 
teachings of the references would have suggested to those of ordinary skill in the art. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

Also with regard to claims 8 and 17, and in addition to the disclosure of Evans 
addressing the limitations presented in claims 8 and 17, Price also suggests 
incorporation of these limitations in the disclosed XLibris system, specifically, that the 
annotation device is operable to annotate one or more words in the target document 
using the same type of annotation as used in the source document form which the 
words in the storage device are derived. Price discloses that a user may use "ink 
anchors" to link to other documents. On page 35, column 1, first paragraph under the 
section labeled "Ink Anchors", Price discloses that a user may circle any mark which 
converts that mark into an anchor. Further down column 1 , also on page 35, under the 
section labeled "Presentation", Price discloses producing a list of clippings that contain 
matching target ink anchors. Price references Figure 6, presented on page 35, Column 
2. Note in Figure 6 an annotation, or ink anchor, made up of a circle around the 
handwritten word "pages". Note that Figure 6 shows this ink anchor attached to the 
word "Page" in four target documents. Price's disclose of a user circling a mark, such 
as a handwritten word, and the system further propagating this annotation, or ink 
anchor, in its same form, to target documents, as shown in Figure 6, further illustrates 
the limitations of claims 8 and 17. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the. 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Laurie Ries whose telephone number is (571 ) 272-4095. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild, can be reached at (571) 272-4090. 

Information regarding the status of an application may be obtained from the Patent 
Application Infonnation Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
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questions on access to the Private PAIR s 
(EBC) at 866-217-9197 (toll-free). 
LR 
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, contact the Electronic Business Center 
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